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Intellectual Property Rights

• ® Trademarks

• © Copyrights

• Patents
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® Trademarks

 Identify the source of goods or services.

 Grant the right to prohibit others from using 

confusingly similar trademarks.
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® Trademarks
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® Trademarks
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© Copyrights

 Exist in any expressive work including 

written articles, software, etc.

 Grant the right to prohibit others from 

copying the original work.
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Patents

 Protect virtually any useful innovation.

 Grant the right to exclude others from 

making, using or selling the patented 

invention.
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Types of Patents:

 Utility

 Design

 Plant

 Provisional

 International (PCT)
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New U.S.P.T.O. Classifications

 705/4 Insurance

 705/28 Inventory Management 

 705/30 Accounting

 705/38 Credit (Risk) Processing or 

Loan Processing

 705/42 Remote Banking (e.g. Home 

Banking)
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35 U.S. Code:

 Section 101: Useful

 Section 102: Novel

 Section 103: Non-Obvious
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Novelty / One-Year Grace Period

 Patent must be filed within one year 

of non-confidential or public 

disclosure

 A non-confidential or public 

disclosure includes:

– Public use

– On-sale

– Publication
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Non-Obviousness

 A patent will not be granted if the 

claimed invention would have been 

obvious to one of ordinary skill in 

the art

 Determination relies solely upon 

patents, publications and other 

“prior art” existing at the time the 

invention was made
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OddzOn Products v. Just Toys

 OddzOn Products’ Patented Design (U.S. 
Patent D. 346,001), also known as the 
VortexTM Ball:
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OddzOn Products v. Just Toys

 Just Toys’ Ultra-PassTM Ball:
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OddzOn Products v. Just Toys

 Confidential Disclosure to OddzOn Products:
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OddzOn Products v. Just Toys
 Just Toys Challenged Validity of Patent

 Patent Law Establishes Two-Step 
Process:

– Determine the “Prior Art” Relevant to the 
Invention

– Determine Whether the Invention Is 
Obvious to One of Ordinary Skill in View of 
the “Prior Art”

 Issue Was Whether Confidential 
Disclosure Was Part of the “Prior Art”
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OddzOn Products v. Just Toys

 35 U.S.C. § 102 Defines “Prior Art” to Include:

– Patents

– Publications by Another

– Publications or Public Use by Inventor 

Made More than One Year before Applying 

for Patent

– Subject Matter Invented by Another

 Federal Circuit Held:

– Confidential Disclosure Is Prior Art
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OddzOn Products v. Just Toys
 Concern for Joint Research; Example 1:

– Prof. Rodriguez at UPR collaborates with Prof. 
Smith at Georgia Tech (“GT”) to Design Improved 
Computer Chip Socket that Reduces Electronic 
Noise

– UPR and GT Enter Confidentiality Agreement

– Computer Chip Socket Has 2 Parts:
• Mechanical Attachment to Computer Board

• Electrical Connection to Circuit on Computer Board

– Prof. Rodriguez Designs the Mechanical 
Attachment and Prof. Smith Designs the Electrical 
Connection

– Professors Exchange and Combine Designs; the 
Combination Is Successful at Reducing Noise

– UPR and GT File for Patent

– What Is Prior Art?
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OddzOn Products v. Just Toys

 Concern for Joint Research; Example 1 

(cont.):

– Prior Art Includes Disclosure Made by 

Prof. Rodriguez to Prof. Smith and Vice 

Versa

– For Joint Patent, Prior Art Would Include:

• Prof. Rodriguez’ Design for the Mechanical 

Attachment

• Prof. Smith’s Design for the Electrical 

Connection

– Thus Prior Art Would Include Invention
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OddzOn Products v. Just Toys

 Concern for Joint Research; Example 2:

– Prof. Rodriguez at UPR collaborates with Prof. 

Smith at Georgia Tech (“GT”)

– UPR and GT Enter Confidentiality Agreement

– Prof. Smith Discloses Confidential, Unpublished 

Data Collected from 1,000 Patients Having 

Suffered Heart Attack

– Prof. Rodriguez Uses Data to Develop Predictive 

Test for Heart Attack

– UPR Files for Patent on Predictive Test

– Would Prior Art Include Data? (Yes)
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CREATE ACT OF 2004 (Pub. L. 

108-453)

Subject matter developed by another person 
shall not be considered prior art provided:
(A) the claimed invention was made by or on behalf 

of parties to a joint research agreement that was 
in effect on or before the date the claimed 
invention was made;

(B) the claimed invention was made as a result of 
activities undertaken within the scope of the joint 
research agreement; and

(C) the application for patent for the claimed 
invention discloses or is amended to disclose the 
names of the parties to the joint research 
agreement.
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CREATE ACT OF 2004 (Pub. L. 

108-453)

A joint research agreement is:

a written contract, grant, or cooperative 

agreement entered into by two or more 

persons or entities for the performance of 

experimental, developmental, or research 

work in the field of the claimed invention.
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CREATE ACT OF 2004 (Pub. L. 

108-453)

 Compliance with CREATE ACT:

– Written Agreement Prior to Initiation of 

Research

– Must Require Confidentiality

– Broadly Specify Field of Research

 Subsequent Disclosures Are Not Prior 

Art under the Patent Laws
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